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Status 

1 )M Responsive to communication(s) filed on 11/1/04 Amendment 
2a)n This action is FINAL. 2b)K] This action is non-final, 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 9,11-26 and 29-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed, 

6) |EI Claim(s) 9,1 U26 and 29-36 is/arfi rgf^nt^ri 

7M Claim(s) 9. 11-22. 32-33. 35-38 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) |E1 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)l3 All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's 
submission filed on November 1, 2004 has been entered. Claims 17, 24, 30 and 35 
are amended. Claims 27-28 are deleted. Now, Claims 9, 1 1-26 and 29-36 are 
pending. 

2. The indicated allowability of Claims 1 7 and 35 is withdrawn in view of the 
new ground of rejection. Rejections based on the new ground follow. Examiner 
apologizes for any inconvenience. 

Claim Objections 

3. Claims 9, 1 1 -22, 32-33 and 35-36 are objected to because of the following 
informalities: 

In Claim 9 (line 3), should "and" be deleted? 
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In Claim 35, the claim identifier "(previously presented)" should be -- 
(Currently amended) ~. 

Appropriate correction is required. 

4. The text of those sections of Title 35, U.S. code not included in this action 
can be found in a prior Office Action (Paper No. 0104). 

Claim Rejections - 35 USC § 102 

5. Rejection of Claims 24-26 and 29-3 1 under 35 USC 1 02(e) as being 
anticipated by Beckham (US 6 191 215) is maintained because the rejection is 
adequately set forth in paragraph 3 of Paper No. 0104. Applicant's arguments have 
been fully considered but they are not persuasive. The focus argument related to 
the core patentability is discussed below. 

Applicants primarily argue that "Beckham et al. does not disclose polymers 
obtained by the fi-ee-radical polymerization of ^er?-butyl and/or methacrylic acid in 
the presence of polyalkylene oxide containing silicones of the formula I, as 
presently claimed." (Remarks, 2"'* paragraph) Applicants should notice that 
Component a) can be the monomers such as methacrylic acid and/or /-butyl 
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acrylate, etc. and Component b) can be a copolymer of formula (I) or (II). (col. 1, 
line 55 to col. 2, line 19, col. 5, lines 1-10 and col. 7, lines 22-42). 

6. When a UV light protection filter is not present. Claim 35 is rejected below. 

7. Claim 35 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Beckham. 

Beckham discloses a pharmaceutical preparation, supra, which is 
incorporated herein by reference. It is noted that Bechham's preparation reads on 
the pharmaceutical preparation of the instant claims where a UV light protection 
filter is not necessarily present. 

Claim Rejections - 35 USC § 103 
6. Rejection of Claims 9, 11-16, 18-23, 32-34 and 36 under 35 USC 103(a) as 
being anticipated by Beckham, in view of Sramek (US 4 871 529) and Habeck (JP 
10-158140) is maintained because the rejection is adequately set forth in paragraph 
5 of Paper No. 0104. Applicant's arguments have been fully considered but they 
are not persuasive. The focus argument related to the core patentability is 
discussed below. 
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Applicants primarily argue that the use of the copolymer derived from t- 
butyl acrylate mid methacrylic acid in the presence of [polyalkylene] oxide 
containing silicones in the present invention (i.e., Claim 9) has an unexpected good 
result over the use of polyvinyllactam polymers alone. (Remarks, page 2, 4* 
paragraph to page 3, 2"'' paragraph) However, Applicants should notice that first of 
all, Claim 9 does not limited to the copolymer, derived from ^-butyl acrylate Mid 
methacrylic acid in the presence of polyalkylene oxide containing silicones. 
Secondly, the aforementioned unexpected result is irrelevant because Claim 9 is 
not limited to the use of polyvinyllactam polymers only. Thirdly, the copolymers 
used for showing the unexpected result are limited to those copolymers derived 
from r-butyl acrylate, methacrylic acid, ethyl acrylate and /-butyl perpivalate in the 
presence of polyalkylene oxide containing silicones (Examples 1-6), rather than 
copolymers derived from only ^-butyl acrylate and methacrylic acid in the presence 
of polyalkylene oxide containing silicones. In other words, there is no evidence 
that formation of poly(/-butyl acrylate-co-methacrylic acid) in the presence of 
polyalkylene oxide containing silicones will result in the same unexpected result. 
Fourthly, as indicated in Applicants Remarks, the unexpected good results are 
solely demonstrated between a preparation containing Luviflex Silk and 
polyvinyllactam polymers and a preparation containing polyvinyllactam polymers 
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alone. There is no evidence of unexpected result based on a preparation containing 
Luviflex Silk and other polymers claimed in the present invention and a 
preparation of these "other polymers" alone. 

7. Claim 1 7 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Beckham in view of Sramek and/or Habeck. 

Beckham discloses a pharmaceutical preparation, supra, which is 
incorporated herein by reference. The rejection recited in paragraph 5 of the 
previous Office (Paper No. 0104) action applies. Note that Habeck also teaches the 
use of a UV filter in a pharmaceutical preparation. (Abstract) 

8. When a UV light protection filter is present, Claim 35 is rejected below. 

9. Claim 35 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Beckham in view of Habeck. 

Beckham discloses a pharmaceutical preparation, supra, which is 
incorporated herein by reference. Bechham is silent on the specific use of a UV 
filter. However, it is well known in the art to incorporate a UV filter in a 
pharmaceutical preparation as taught by Habeck. The motivation of incorporating a 
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UV filter is to protect human skin or human hair from sunhght. (Abstract) In light 
of the benefit mentioned, it would have been obvious to one of ordinary skill in the 
art at the time of the invention was made to incorporate a UV filter into Beckham's 
preparation. 

10. Any inquiry concerning this communication or earlier communications fi-om 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091 . The examiner can normally be reached on Monday-Friday fi-om 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski, can be reached on (571) 272-1302. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
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direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

kip 

December 3, 2004 



Kuo-Liang Peng 
Primary Examiner 
Art Unit 1712 




